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REMARKS 

.CUin.2a0.19.a.d 25-29 have b».»i*<^w.ftom A,pUc«i.njpur»^ 

^„ for .h. cu^n. A»»d„».. » CUin. 1 is f<»». i. Sp««=«ion <» paj. .0. ..n« »" 
r:l"22 .a. ^„ an-ndea -a a .a^.=. ---3 

I. fllTclain^ 1 n-18. ..rf 20.24 n»«.to to (to ApplicaU™ and are prese„«d for *e 
has been added. 

T?**crpt ^'nn Re qi«retnent 
Claims 25-29 have been withdrawn fh,m further c<msider,.tion by the Ex^^^^ 

Claims »„«non^lected invention. Additionally, the Examiner 

to -^7 C F R 51.142(b) as being drawn to a non-eiecteo invenuwi 

to 37 C.F R. §1^ ( ; ^^^^^ g^^,, 3^,,es that 

has withdrawn Claims 2-10, 19, ana Z3 unocr ^ ^. , „it«™«iive 

Claims 2-5 and 25 are directed toward biasing means that are disclosed as alternative 
Claims ^ 3 anu . ^ , .a 16-17 and Has wilhdniwii ihese clums 

cmbodinwila to «hat is »llo»» i» »» '^''^ 

Exa-Knar U .«p.«.l.n, di.».d . ,7 C.P.R. I. 475. „Mc. slal. '■"- "'^^ 
-a ^ Of invert.™ i. CUI»«. 1„ a» applicaUo.. d» r=<,uire«.m of «»i.y of — ^ba 

rflh.«m. »c«»sp»nding.eohmclfea™.s. THe expression "specul »chmc.l sl-ll 
iTZI^ca, i^s dial define a conuibuUon «bich «ch of U» c,ai»d i.ve.«on* 
^ »*.s over ^ pHor ar." Pard^r. MP^. S..50 su»s. aptlyn, 

m » inlemauona. appiic^io... . ■ • '« ° .~ 

I^rclaiins lo diff^an. ca..o,ies t invaadon in .ppHc«.on «ld P«».. .«««.on » 
ITappiicado. for saarcidng a»d,or praUnd^ry .xaod.adon, c,ain« lo '^ -"^^^ 
™« r^r^^ of per 13^." A. s-ad P«vio»s.y. independ=„, ^"'^'^J'^" 
„>«rd a no^l »»• microvaI.e. Addidonaily. mdependen. Clai™ 26 la 

^ 2^ a -ova, ^ » '"^ ^ co^prisin. » 

!rva.v..T,»s.d.aApp.ica..,s»spec,fu.,ybeUeveU,eres,ricd.n.e^i»n«n.forGroapsI^ 

n is improper because both share a common techmcal feature. 
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upon allowance of Claims 1 and 22. Applicants respectfuUy request rejoinder of all 

claims dependent thereon pursuant to M.P£.P. §821.04. 

p^ j^tifm Ur ^' " S C. S103 

dainu. 1. 15-18, and 21-24 were rejected under 35 U.S.C. §103 over Gschwendtner. et 
al.. U.S. Patent No. 5.400.824. in view of Schurr«n. Jr.. U.S. Patent No. 5.837.394. Applicants 
respectfiiUytraversethisrejectionforthefoUowingreasons: 

1 AppUcants' Qaim 1. as now presented by Amendment, requires that the shutter 
further comprise an integral latching mechanism for preventing the shutter from moving with 

respect to the body portion. 

2. Applicants' Claim 22, as now presented by Amendment, requires the shutter to have a 

latching mechanism integral thereto. 

3. As the Examiner correctly states, the Gschwendtner reference does not teach latchmg 

the valv& 

4 Schumm discloses four individual components that require assembly (i.e., a 
sliding valve 61. a latch, an actuator A (ACT A) and acmator B (ACT B). See Col. 7. 1. 66 - Col. 

'^'T^^ Schumm reference does not disclose, teach, or suggest providing any latching 

mechanism integral with the shutter claimed by AppUcants. 

Due to these considerations, the Gschwendtner and Schunun references do not disclose 

teach, suggest, or render obvious, either singly or in combination, every recited i^^ 

Applicants- claimed invention. lUere must be a teaching or sugg^tion withtn the pno an or 

'L the general knowledge of a person or onlinary skiU in the field of the invenuon to ook to 

particular sources of information, to select particular elements, and to --^^"-''^^^^^ 

Ly were combined by theinventor. AT/. Co^.v.Ly.«.Unc., 159 F.3d534. 48 U.S.P.a^ 

1321 (Fed.Cir. 1998). Further. p«,viding a latching mechanism integral with the shutter pomon 
of a microvalve provides a simplified assembly for a microvalve system, thus prov,d.ng 
previously unknown practical uses. Current federal circuit case law provides that advances 
providing previously unknown pracUcal uses are not obvious. See Intel Corp. v. U.S. Int L Trade 
Con^'nXe F.2d 821. 20 U.S.P.Q. 2d 1161 (Fed.Cir. 1991). l^us. Applicants beheve 
independent Claims 1 and 22 of the instant invention to be unobvious over the cited prtor art. 

Because dependent Claims 1 1-18. 20-21. and 23-24 all depend directly or mdtrecUy from 
AppUcants' independent Claims 1 or 22. they contain all their t^specUve limitaUpns. For thts 
rJLon. Applicants submit that the arguments made above concerning the allowabd.ty of 
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independent Claims 1 and 22 are equauy app • .„,,»5«n and withdrawal of the 

U.S.C. 5103(a). Applicants therefore respectfully request reconsideraUon and w.thdra 

Examiner's 35 U.S.C. §103(a) rejections. 



r^ ^clusion 



Lp.^. Accoum NO. 16.2480 i« of T*. P««:.» * Co^p-^ 



Respectfully submitted, 
SHERMAN^ET AL. 




Peter D.Meyer 
Attorney for Applicant 
Registration No. 47,792 
(513) 634-9359 



January 13, 2004 
Customer No. 27752 
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